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IN THE 


United States Circuit Court of Appeals 


For the Ninth Circuit 


Louis ONEAL, 
Appellant, 
¥S. 
SAN JOSE CANNING COMPANY 
(a corporation ), 
Appellee. 


BRIEF FOR APPELLANT. 


Appellant sued to enjoin defendant from infringing 
on a patent covering a device for and process of can- 
ning string beans. The patent was sustained 7n toto 
by the District Court, but on appeal the process patent 
was held void, but the patent on the device was upheld. 
(San Jose Canning Company v. Oneal, 10 Fed. (2) 
100. ) 

Thereupon, the District Court referred the matter 
to a special master to determine the profits derived 
by appellee by reason of its use of appellant’s device, 
and to report to the court. 


Appellant’s contention before the special master is 


briefly stated in the master’s opinion and order of 
January 31, 1928: 
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‘‘The complainant’s contention, on the other 
hand, is that the packing of string beans, whole, 
lengthwise in the can, in the manner of asparagus 
stalks was not known in the art until plaintiff’s 
device, two semi-circular molds with certain acees- 
sories, which bunch the beans and facilitate their 
insertion into the cans, created that particular 
style of packing; that prior thereto, string beans 
were not packed asparagus style by hand, but 
were packed cut up into pieces. Plaintiff’s con- 
tention, accordingly, is that the selected standard 
of hand packing is not applicable under the law 
and that plaintiff is entitled to the entire profits 
of defendant for beans packed by the infringing 
device in the asparagus style originated by plain- 
tiff, there being no hand operation for such pack- 
ing then known. 


‘It is, of course, settled law that a device or 
method not known at the time of the infringement 
is not available as a standard of comparison, 277 
Federal, 177; Walker, Section 725. If plaintiff is 
correct on the facts, his claim that he is entitled 
to all the profits of beans packed asparagus style, 
without reference to any standard of comparison, 
would seem on my present understanding to be 
correct.’’? (Record, p. 60.) 


This quotation not only tersely states the contention 
but the law applicable thereto. 


Thereafter, a hearine was had to ascertain whether 
) & 


or not there was a ‘‘standard of comparison”’ available 
to appellee. On May 21, 1928, the special master ren- 
dered an opinion on the question of ‘‘standard of com- 
parison’’ in which he summarized the facts as follows: 


‘The evidence taken shows that during the 
season in 1922 for packing string beans, which 
season begins each year toward the last of July, 
the defendant paid a royalty to plaintiff of $500. 
At that time the application of Rancadore, Gen- 
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eral Manager of defendant, for the mold later 
declared to be an infringement of the Greco mold 
of plaintiff was before the patent office. Toward 
the end of July, Mr. Raneadore asked one of his 
employees to get up a device which would facili- 
tate hand packing of string beans asparagus style. 
The result was the model Exhibit 1. This is a 
block of wood around which at each end was bent 
and secured a piece of half-round iron, forming 
unwardly projecting arms within which a bunch 
of string beans could he placed on the block, after 
which the ends were trimmed off with a knife. 
The upwardly extending iron prongs fulfilled the 
function of gauging the quantity of beans to be 
packed in the can and of retaining them while the 
cutting was going on. The bunched string beans, 
after having heen trimmed. were then taken out 
of the device by hand and placed in the can. De- 
fendant’s manager, Mr. Raneadore, having tried 
this operation with some half dozen eans, did 
nothing further with it. In the seasons of 1923 
and 1924 payment of royaltv was refused, and 
defendant packed by the Raneadore mold, de- 
clared later to be an infringement. 


During the seasons of 1925 and 1926, defendant 
packed by hand, using to facilitate hand packing 
the device in evidence as exhibit 2. This is the 
same as Exhibit 1 except for the fact that the 
block projects at each end beyond the iron up- 
rights, affording thus a surface to facilitate a 
clean cut with the knife. 


The aeeount which defendant has filed is based 
upon a comparison between the cost in filling the 
ean with string beans by the use of the infringing 
mold and the cost of trimming the beans and 
filling the can by hand packing aided by Exhibit 2. 


The facts stated are abundantly proved, with 
every evidence of plausibility and with no oppos- 
ing evidence. It is not claimed that Exhibit 2 is 
an infringing device, and it scems obvious that it 
is not. The conclusion therefore follows that the 
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hand packing method of defendant as described 
and as practiced in the seasons of 1925 and 1926 
had been substantially developed by him as early 
as July 1922; that he could have used hand pack- 
ing aided by either Exhibit 1 or Exhibit 2 in the 
years 1923 and 1924 when he used the infringing 
mold, and that therefore this hand packing as 
practiced is a proper standard of comparison to 
be used in this accounting. The fact that there 
is a slight difference, as described, between Ex- 
hibit 1 and Exhibit 2, is immaterial. Exhibit 1 
could have been used, but the modification by ea- 
tending the block to facilitate cutting was obvious 
and a development that ensued, naturally as soon 
as the method was put i pracitce.’’ (Record, 
p. 136.) 


At a later hearing the witness Victor Greco testified 
that it was commercially impractical to pack string 
beans ‘‘asparagus style’’ without the use of appellant’s 
patented device or some such mold as was used by 
appellee and considered by the special master as a 
standard of comparison. (Testimony of V. Greco, 
Record, p. 144.) 


The same witness testified that never prior to 1922 
did any one other than appellant’s assignors pack 
string beans “‘asparagus style.’’ This testimony is 
uncontradicted. (Testimony of V. Greco, Record, p. 
123, et seq.) 

The special master in his final report adopted the 
‘‘standard of comparison’”’ herein referred to, and 
assessed damages accordingly, to which ruling appel- 
lant has filed his exceptions. The report of the special 
master was affirmed and judgment entered accordingly. 


Hy) 


ASSIGNMENT OF ERRORS. 

Appellant contends that the law was correctly stated 
by the special master in his first ruling, quoted herein 
(and the special master has not reversed that ruling) ; 
that the special master has correctly stated the facts 
(as quoted above); but, in drawing his conclusions 
therefrom and in applying the law thereto, he has 
fallen into error, and that the District Court has erred 
in affirming the report of the special master. 


ARGUMENT. 


In order for a ‘‘standard of comparison’’ to be 
available to an infringer, it must be 


‘*<Then open to the public,’ Mowry v. Whitney, 
81 U. 8S. (14 Wall.) 620, 20 L. Ed. 860; ‘in com- 
mon use.’ Black v. Thorne, 111 U.S. 122, 4 Sup. 
Ct. 326, 28 L. Ed. 372; ‘known and in general use 
anterior to date of the patent,’ Sessions v. Ro- 
madka, 145 U. 8. 29, 12 Sup. Ct. 799, 36 L. Ed. 
609; ‘common and unrestricted use,’ Locomotive 
eamcety (ruck Co. v. P. RoComCCaG) mew oii 
‘free to everybody,’ National Car-Brake Shoe 
Co. v. Terre-Haute Car & Mfg. Co. (C. C.) 19 Fed. 
514; ‘open to the defendants,’ Wales v. Water- 
bury Mfe. Co., 101 Fed. 126, 41 C. C. A. 250; 
‘known prior to complainant’s invention,’ Ful- 
lerton Walnut Growers’ Ass’n v. Anderson-Barn 
Grover Mfg. Co., 166 Fed. 448, 92 C. C. A. 295; 
‘gone into public use,’ Novelty Glass Mfg. Co. v. 
Brookfield, 170 Fed. 946, 95 C. C. A. 516; ‘open 
to the world,’ Cambria Iron Co. v. Carnegie Steel 
Co., 224 Fed. 947, 140 C. C. A. 487.” 


American Pnewmatic Service Co. v. Snyder, 241 
Fed. 274, 275. 
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The proposed ‘‘standard of comparison’’ was made 
in July, 1922, one night after work had ceased. The 
manager of appellee, one of his workmen (not one 
engaged in canning), and an employee of appellant’s 
assignor, who was secretly aiding appellee, and under 
the compulsion of a threat of injunction met, and the 
result of the meeting was Model No. One, introduced 
before the special master. 


‘‘™. Do you remember the packing season of 
1922? 

A. Yes. 

Q. In 1922 did you experiment with packing 
beans in bunch form, so-called asparagus style? 

Ale Ves. 

Q. Will you explain to the Court just what 
vou did at that time, and, if possible, about the 
time in 1922 when you did it? 

A. It was in the latter part of July, that is, 
when we got started packing string beans. I 
worked under a license from Anthony Greco. 

Q. In 1922? 

A. In 1922, and as soon as we got started 

_ packing string beans, I was wondering if some- 
thing could be accomplished by hand without 
using any mold of any kind, so I told my assistant 
superintendent, Mr. Cusimano, to try and get up 
a form so that it would hold enough beans in 
there to fit into a can, and we tried several forms, 
and we finally got enough beans in this form to 
fit the No. 2 cans. This is the kind that we gen- 
erally use in packing our string beans, except 
these are a little higher. 

@. That is the form, except the uprights were 
a little higher ? 

A. They were higher before. So we tried it 
and about half a dozen cans were packed, and we 
saw we could fit them exactly as the mold did, 
make a very good pack; more beans go into a can 
with that than with a mold, due to the fact that 
the mold is a little bit narrower than the can, 
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itself. In bunch form, we could put in as much 
beans as the cans will hold. Naturally, if the girls 
put in too many beans, they could pull some out, 
half a dozen or so. 

Q. That is, with the mold? 

A. Noavith this here 

@. With a mold it sometimes went under the 
required number of beans? 

A. Yes. depending on the canner; if she did 
not put enough beans into the mold, naturally the 
can would be slack, and there wouldn’t be enough 
beans in there to make a good pack, and when 
you open up a can the beans, instead of standing 
up in a bunch, will fall apart. 

Q. At the time that you made this experiment, 
did you make any attempt to figure what the dif- 
ference in cost might he? 

A. No, we did not.”’ 


(Testimony of LI. Rancadore, Manager of De- 
fendant; Record, page 63, et seq.) 


It will be observed that both counsel and witness for 
defendant referred to their activities as an experiment. 


The fear of injunction passed for the moment and 


the appellee abandoned its experiment. In 1923 and 
1924 appellee abandoned its heense from appellant’s 
assignor and used the device which has been held an 
infringement. In 1925, after the decision of the Cir- 
cuit Court of Appeals, it was apparent that the appel- 
lee would have to abandon its infringing device. We 
will let the defendant speak through its manager: 


“Mr. ARmstTronG. Q. Mr. Ranecadore, you did 
not take a license in 1923? 


A. No. 
Q. Nor in 1924? 
A. No. 


Q. During those two years, did you use any 
molds ? 
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A. We used my mold. 

Q. Your patent having previously been 
granted ? 

Noa es 

Q. When you say ‘my mold,’ you mean the 
mold that was offered in evidence in this case 
which is now pending? 

A. Yes. 

Q. Then in 1925 what did you do? 

A. As soon as we found out we could pack 
asparagus style string beans by any other method 
except the method of the mold similar to the Greco 
mold, we immediately went back to the hand pack, 
which we have continued ever since. 

Q. You started that in the season of 19252 

iN, Wives: 

Q. While the suit was still pending? 

A. Yes, it was pending, but the decision was 
already given, and at that time we took an appeal, 
and the appellate court decided that the claims 

The Master. We know all about that. 

Mr. Armstrrone. Q. That suit was pending? 

ees: 

Q. You went back to your form of mold that 
you experimented with in 1922? 

A. Yes, this is the one we have been using. 

Q. Will vou explain the difference between the 
two molds? 

A. We saw that when you cut the beans this - 
wav, the beans do not rest on anything here, they 
are kind of limber, you do not make a clean cut on 
the bottom, so we extended the wood part here so 
that all of the beans rested on %t, and when you 
cut you would make a clean cut. 

Q. The beans, before they had been put in the 
mold, had been blanched ? 

ees: 

" That was the mold that you had in 1923? 

A. 1925, 1926, and 1927. 

Tt was upon the use of that mold in those 
years that vou based the statement which you 


have filed with this Court, and which you swore to 
on the 14th of October, 1926, as to comparative 
cost ? 

A. Yes. 

Mr. Armstrrone. I wish to introduce in evi- 
dence the shorter one of these two models as De- 
fendant’s Exhibit 1, and the longer one as De- 
fendant’s Exhibit 2. 

The Master. They will be so received and 
marked. 

(The models were marked Defendant’s Exhibits 
1 and 2.) 

Mr. ArmstTronG. That is all.”’ 


(Testimony of I. Rancadore, Record, page 70, 
et seq.) 


The model known as Model No. 1 is still referred to 
asanexperiment. It had not yet been developed and 
continued experimentation disclosed its defects, and 
these had to be remedied before it could be used com- 
mercially. 

Again, we let appellee’s manager tell the story of his 
experiment: . 


‘*(. In 1922, you operated under a license 
from Anthony Greco ? 

A. Of $500, yes. 

(). And you used a mold which you, yourself, 
or someone in your employ, prepared, and which 
was subsequently offered for patent ? 

A. Yes. 

Mr. Armstrona. @. And patent issued ? 

A. And patent issued. 

Mr. Linn. Q. And that was the mold which 
was the infringing device referred to in this case ? 


A. Yes. 
Q. When, in the year 1922, did you use this 
device ? 


ma? In July, 1922. 
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Q. Defendant’s Exhibit No. 1 in evidence. 

A. InwWuly, ¥922. 

Q. In July, 1922? 

A. Yes. 

Q. You discarded it after packing about six 


Q. At that time did vou in any way make any 
comparison of the cost of packing a beans 
with this mold Defendant’s Exhibit No. 1, with 
the Greco device? 

A. I did not, because it was not necessary. 

@. “Mow did nor 

A. No. 

Q. In 1922, or 1923, did you use either of the 
devices No. 1 or No. 2 in evidence? 

No, I did not. 

@. In 1924 did vou use either of the devices in 
evidence ? 


A. Yes, I did. 

Q. Which one? 

A. Mo. 2: 

Q. You used No. 2? 

A. Yes. 

Q. That is in the year 19247 
A. 4925. 


The Master. How about 1924? 

A. In 1924 I was working under my own 
mold; at the time the suit was still pending, I did 
not want to use this, on account of the threat of 
being sued, anyway, whether I packed them by 
hand, or not. so I thought I had better stay with 
‘mv own mold. because of havi ing a patent on it. 

The Master. Q. You began to use No. 2 there 
in 1925? 

A. Tn 1925. 

Mr. Linn. Q. You did not experiment any 
further with mold No, 1? 

mi NNO. 

Q. After 1922? 

A. No. 


ta 


Q. You again took up the matter of experi- 
menting with the mold or device other than the 
Greco patent in the year 1925? 

A. In 1925 we used the hand method.’’ 


(Testimony of I. Ranecadore, Record, page 78, 
et seq. ) 


Let the witness Eugene J. Filice, an employee of 
appellant’s assignor, tell of the experiment which he 
carried on at the request of defendant and to the 
betrayal of his employer: 


‘“@. Then when did you first start working on 
mold No. 1? 

A. On this mold No. 1, in July of 1922. 

Q. July, 1922? 

A. With this No. 1. 

@. Where were you then working? 

A. I was working for Mr. Greco at that time. 
This experimenting took place one evening, late 
one evening. 

Q. While you were still working for Mr. 


Greco? 

A. Yaer 

Q. You went over to the San Jose Canning 
Company ? 

A. Yes. 

@. And worked on this No. 1 mold? 

A. Yes. | 


Q. It was evident at that time that asparagus- 
pack string beans were a success ? 

Mr. Armstrone. I object to that as calling for 
a conclusion of the witness. 

Mr. Linn. Let me finish the question. 

Q. You were working with Mr. Greco on that 
pack and you went over in the evening to see Mr. 
Rancadore, and tried to work out something else? 

The Master. That is simply a comment on the 
evidence already in. 

Mr. Linn. I will withdraw the question. 

@. In 1922 you worked at night on this model 
No. 1? 


Did you work nights in that plant? 

. Lwas not working there, I was called there 
on account of some difficulty they were having in 
the No. 10 gallon cans; they were having trouble 
with the bulging out of them after they were 
sian the gallon cans were not coming out per- 
ay 

The Master. Q. Now, just tell me what hap- 
pened. 

A. I was ealled over there by this Mr. Cusi- 
mano, who was assistant superintendent at the 
time, and who was taking care of this cooking, 
and on account of this difficulty he came and got 
advice from me while I was in the employ of Mr. 
Victor Greco, so I promised him I would be over 
that evening and help him out on it, and while 
T was there that evening looking over his diffi- 
culty in the No. 10 cans, this thing had been 
brought out, after I was there a while, and we 
tried the packing of string beans with this No. 1 
mold. 

What was done? 

A. Well, Mr. Rancadore, and Mr. Cusimano, 
and myself, we got some string beans, we blanched 
them, we put beans in this No. 1 form, here, we 
cut off one end, and later the other, and then we 
got the beans by hand and placed the back part 
of this bunch into the can, first, and then applied 
the thumbs, in squeezing, got the front part 
started, and when that was done, with the aid of 
bouncing, we began pushing into the can, and we 
saw they would slide down into the can very 
conveniently. 

Q. What did the beans look like after that? 

A. Thev looked exactly like they would with 
the mold that we used, in fact they were better ; 
you could get more in there; due to the mold 


A. hes: 

Q. And canned about six cans of string beans? 
A. Yes, about six cans. 

Q. At night? 

A. Yes. 

Q. 

A 
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being smaller in diameter than the can, you natu- 
rally could not get as many in with that as you 
could squeezing them by hand.’’ 


(Testimony of Eugene J. Filice, Record, pages 
93 et seq.) 


The witness Matteo Cusimano was the third person 
who took part in the development of Exhibits 1 and 2. 
The following excerpt from his testimony discloses the 
nature and character of the experiment: 


‘‘A. Mr. Rancadore said that he would like to 
have something of this kind to see how it would 
work, and I worked it out the best I could. I 
bent up a couple of pieces of iron. 

Mr. ARmstrrone. Q. Did vou see them trying 
to pack beans, using that mold? 

A. Yes. 

@. When was that done? 

A. That was that same evening that I had 
made that. 

Q. Did they pack any beans from that mold 
into cans? 

A. They packed a few cans, yes. 

Q. How did it work? Were they able to pack? 

A. It was satisfactory, as far as I understand 
from Mr. Raneadore. 

Q. They had to lift the beans out of the mold 
and put them into the can? 

& Yes. 

Q. Did they make a good, solid pack? 

A. ‘They filled in pretty good. 

Q. How abont the cutting of the beans? The 
beans have to be cut, don’t they? | 

A. Yes. 

@. How about the cutting of the ends on that 
No. 1 mold, that one, there, that vou made? 

A. The only diffieultv is when the knife is dull. 
If the knife is good and sharp it cuts every one. 
In fact, we had no trouble at that time. 
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Q. Were you emploved continuously from 1922 
on by the San Jose Canning Company ? 

A. Practically, ves. 

Q. Are vou employed by them now ? 

A. Yes. 

Q. In 1922, were vou familiar with the method 
of packing beans in bunch form, asparagus style? 

A. No, that is, not in asparagus style. 

Q. You are not familiar with the canning? 

A. No. 

Q. Do you know how the San Jose Canning 
Company packed them in those years? 

A. The way they packed, when I had work in 
there and saw, there was no mold used in those 
years. 

Q. But when they packed them in 1922, do you 
know how they packed ? 

A. When I went in in 1922, when they started 
in in July, I found this mold, and it was already 
prepared to be used for the asparagus stvle of 
beans, so we did start out and we worked a few 
davs, a week or so, I wouldn't say any more, and 
that was the time, I made this, and we tried it out. 

Q. You got it out and you packed the beans 
with it? 

A. Yes, tried it out. 

(). Have you ever seen that Mold No. 2 there? 

A. Yes. 

Defendant’s Exhibit No. 2? 

Yes. 

When did vou first see that? 

The No. 2, I don’t remember exactly, but I 
‘fiw it was In 1924: if I don’t mistake it was in 
1924. T seen Mr. Filice trying it out. 

Q. In that vear they used quite a few of these, 
did they ? 

A. Just experimented in 1924. 

. How about 1925? 
A. In 1925 thev began using them.”’ 


(Testimony of Matteo Cusimano, Record, page 
110, et seq.) 


i POPO 
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The experiment (ignoble in purpose) thus portrayed 
by the witnesses, is not available for use as a ‘‘stand- 
ard of comparison”’ herein. It had not been completed 
prior to 1925 and after the infringement. It was not 
‘known,’ ‘‘open to the public,’’ ‘‘in common use,’’ 
‘‘open to the defendant,’’ or ‘‘open to the world,”’’ 
prior to 1925. 

Funk & Wagnalls, in their New Standard Diction- 
ary (1914), define the word ‘‘known”’ as follows: 


‘‘known: apprehended mentally; recognized; un- 
derstood; especially, recognized by all as the 
truth; as, his honesty is known; known and 
unknown quantities.”’ 


and gives as a synonym therefor the words ‘‘eminent’’ 
and ‘‘notorious.’’ 


The same dictionary gives ‘‘notorious’’ as a syno- 
nym for the word ‘‘open.”’ 


The word ‘‘available’’ is therein defined as follows: 


‘available: 1. capable of being employed or made 
use of to advantage; suitable for the accomplish- 
ment of a purpose; usable; at one’s disposal; 
profitable; as, an available excuse; available 
assets. 2. Sufficient in power or efficacy for 
producing the desired results; effectual; valid; 
as, an available argument.”’ 


‘“Common’’ is thus defined: 


‘“common: 2. Pertaining to, belonging to, or par- 
ticipated in by two or more persons, things, or 
parts alike; participating in or appertaining to 
all or the whole; joint; general; public; as, 
death is common to the human race; my brother 
and I are common owners of the estate.’’ 


and among the synonyms therefor are ‘‘common- 
everyday,’ “‘public,”’ ete. 


97 66 29 66 


mace,’ “‘customary, 


el 
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Judge Bourquin states the rule in the case of 
Minerals Separation v. Butte Superior Mining 
Co., 274 Fed. 878, 
as follows: 


‘The rule of comparison is settled law, and 
contemplates that the infringer had a choice of 
processes, chose that of the patent, and gained an 
advantage over what would have been his had he 
chosen otherwise. Obviously his choice is made 
from processes existing at the time of infringe- 
ment, from day to day, and as alternative presents 
itself.’’ 


In the western district of New York the same rule 

was announced and applied to the facts in the ease of 

Philadelphia R. Wks. v. U. S. Rubber Reclaim 
Whks., 276 Fed. 600, at page 600: 


“The non-infringing alkali process later adopted 
by defendants, and known to them since 1906, ts 
not shown to have been advantageously used at 
any time before the infringement. In its adapta- 
tion in 1915 it may fairly be assumed that infor- 
mation was acquired by defendants enabling them 
to develop or modify the Marks process, and any 
modified process was not, in my opinion, a proper 
standard of comparison.”’ 


The last cited case went on appeal to the Cireuit 
Court of Appeals, Second Circuit, and was affirmed in 
the case of 

Philadelphia R. Wks. v. U. S. Rubber Reclaim 
Whks., 277 Fed. 171, 176: 


(4) The standard of comparison, to be ap- 
plicable, must have been known and open prior 
to the date of the plaintiff’s patent. Illinois Central 
Co. v. Turrill, 110 U. 8. 301, 4 Sup. Ct. 5, 28 L. 
Ed. 154; Sessions v. Romadka, 145 U.S. 29, 12 
Sup. Ct. 799, 36 L. Ed. 609. Some courts have 
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held the date of appropriation of the invention 
by the defendant should be taken. Brown v. 
Lanyon, 179 Fed. 309, 102 C. C. A. 497; Columbia 
Wiring Co. v. Kokomo, 194 Fed. 108, 114 C. C. A. 
186; Amer. Pneumatic Co. v. Snyder (D. C.) 241 
Fed. 274. The field of selection of process which 
might be used should be, in principle, that which 
is open to the art at the time the invention is ap- 
propriated. Where there is a patent which for- 
bids such use, the question is presented whether 
it is actually available to the infringer during the 
period of the infringement. Where the owner 
of the patent declines to permit its use or grant 
a license, it cannot be set up as a standard of 
comparison. 


‘*(5) Processes which were developed after 
the infringement as a substitute for use by the 
defendants cannot be used as a standard of com- 
parison. This record discloses no process that 
might be used as a standard of comparison. The 
rule is therefore applicable which requires the 
defendants to pay over to the plaintiff all the 
profits which they derived through unlawful wmn- 
fringement, Westinghouse v. Wagner, 225 U. 8. 
604, 32 Sup. Ct. 691, 56 L. Ed. 1222.” 


- In this circuit Judge Gilbert announced practically 
the same rule in the case of 
Fullerton W. G. Assn. v. Anderson-Barngrover 
Mfg. Co., 166 Fed. 445, at page 453: 


“The advantage which the defendant derived 
from using the complainant’s invention, over 
what he could derive from using any other 
process or thing which was known prior to that 
invention, constitutes the profits which the com- 
plainant is entitled to recover.’’ 


The use of processes in the experimental stage at 
the time of the infringement was condemned in the 
case of 
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Expanded Metal Co. v. General Fireproofing 
Co., 247 Fed. 899, at page 909: 


‘“(7) If my decision were to rest on the dif- 
ferences between the two products, or the question 
of whether or not the corrugated process was 
adequate to produce the same product as is pro- 
duced by complainant’s process, it would be dif- 
ficult to sustain the master’s conclusion. Other 
considerations, however, are present, which bring 
me to the same conclusion as the master. J am 
of opinion that a process yet im the experimental 
stage, and developed for the purpose only of 
avoiding infringement, made at or after the ap- 
propriation by the infringer of the other’s process, 
and covered by a patent to rtself—that is, used 
experimentally and occasionally only during the 
mfringing period, or only under compulsion of 
an mgunection, and abandoned as soon as the in- 
fringer is at hberty to change back—does not 
make a case of another existing process, or means, 
open to the public and to the defendant, or con- 
stitute a basis of comparison in determining the 
gains and advantages from the use of the infring- 
ing process over other processes. 


‘‘In Walker on Patents (5th Ed.) 8S. 725, it is 
said that the other article or process to be used 
as a basis of comparison must have been known 
or in existence prior to the date of the patent 
which is infringed; in other words, that the 
standard of comparison must have been known 
in the art prior to the complainant’s invention. 
in Turrill v. Iiimois Central kh. lk, Co (Gare 
20 Fed. 912, it is explicitly stated that the process 
or article to be used as a basis for comparison 
must have been open to the public at the date of 
the patent which is infringed. Many excellent 
reasons are advanced in the opinion in support 
of this conclusion. The judgment in the case was 
affirmed by the United States Supreme Court in 
Tilinois Central R. R. Co. v. Turrill, 110 U. 8. 
002, 4 Sup. Ct. 5, 28 L. Ed. 154. In Sessions v. 


19 


Romadka, 145 U. 8. 29, 45, 12 Sup. Ct. 799, 803 
(36 L. Ed. 609), Mr. Justice Brown says: 

‘This court has, however, repeatedly held that 
in estimating damages in the absence of a roy- 
alty it is proper to consider the savings of the 
defendant in the use of the patented device over 
What was known and in general use for the 
same purpose anterior to the date of the patent.’ 


‘fAn examination of McCreary v. Pennsylvania 
Canal Co., 141 U.S. 459, 464, 465, 12 Sup. Ct. 40, 
35 L. Hd. 817, convinces me that it is not in con- 
flict with this statement of the law. 


‘‘Defendant contends that any article or process 
available to an infringing defendant at any time 
may be used as a basis of comparison. Strong 
reasons are advanced why the date of complain- 
ant’s patent should not be taken in determining 
the process open or available to the public or 
defendant. Whether these reasons should pre- 
vail over the reasoning of the learned Judge in 
Turrill v. [limois Central R. R. Co., supra, I deem 
it unnecessary to express an opinion. I am of 
opinion, however, from an examination of all the 
cases cited, that the other available process must 
have been in existence and open to public use im 
its completed form at the time the mfringer ap- 
propriates a patented process; he should not be 
permitted to avail himself of tmventions devel- 
oped by himself or others after he has appro- 
priuted another’s property for the purpose of 
mitigating or avoiding the damage thus inflicted 
on another.’’ 


The Supreme Court of the United States has passed 
upon questions similar to the one here involved. In 
the case of 

Mowry v. Whitney, 14 Wall. 620, 81 U. S. 620; 
20 L. Ed. 860, 
ame rule as to a ‘‘standard of comparison”’ is laid 
down as follows: 
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‘“The question to be determined in this case 
is: What advantage did the defendant derive from 
using the complainant’s invention over what he 
had in using other processes then open to the 
public and adequate to enable him to obtain an 
equally beneficial result? The fruits of that ad- 
vantage are his profits. They are all the benefits 
he derived from the existence of the Whitney 
invention. ”’ 


The same rule was approved in the case of 
Goulds Mfg. Co. v. Cowing, 105 U. S. 253; 26 
iy ted. Sere 


In the case of 
Black vw. Thorne, 111 U.S. 122; 28 Li. Wd. 372) 
the court held the true rule to be: 


‘“The question, therefore, was, what advantage 
in its production did the use of the improvements 
in burning wet tan have over other known 
methods in common use of producing the same 
result, that 1s, the same heat?’’ 


In the instant case it was clearly demonstrated that 
at the time of the infringement there was no “‘known’’ 
method of canning string beans asparagus style “77 
common use.’ Therefore, no ‘‘standard of compari- 


son’’ is available to defendant. 


The doctrine set forth in the case of Mowry v. 
Whitney, supra, is cited with approval in the cases of 
Tilgham v. Proctor, 125 U.S. 186; 31 L. Ed. 

664; 
Sessions v. Romadaka, 145 U.S. 29; 36 L. Ed. 

609. 
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CONCLUSION. 


It is respectfully submitted that a ‘‘standard of 
comparison”’ should be known at or prior to the time 
of infringement in order to be available to an in- 
fringer. Not only must it be ‘“‘known”’ but it must be 
‘‘known to the public.”’ The ‘‘standard of compari- 
son’’ must have passed the experimental stage and be 
available commercially. 


An examination of the authorities leads to the con- 
clusion that the rule of a “‘standard of comparison” 
does not contemplate a secret or unknown thing. 
Something to be conjured up at a midnight meeting 
under the stress and threat of an injunction proceed- 
ing as happened in this case. 

If the rule permitted otherwise, all an infringer 
would have to do would be to work out the new process 
when caught infringing and then say that he knew 
of the new process all the time, and none could gainsay 
him. When the courts use the word ‘“‘known’’ as 
applied to a “‘standard of comparison,’’ they mean 
nothing less than recognized, understood and even 
notorious. In addition to the word ‘‘known’’ the Courts 
use the words ‘‘open to the public,” ‘‘available,’’ ‘‘in 
common use,”’ ete., all contradicting the idea of a secret 
process or something only known to an individual or 
available in the sense that everything in being or in 
contemplation is available if one but discovers it. 


The record clearly discloses that prior to the patent 
of appellant, string beans were not canned ‘‘asparagus 
style;’’ that thereafter they were not so canned except 
by appellant’s predecessors in interest and assignors, 
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until the appellee infringed the patent. Therefore no 
standard of comparison is available to appellee and 
appellant is entitled to all of defendant’s profits de- 
rived from the sale of string beans ‘‘asparagus style’’ 
during the years 1923 and 1924. 


We respectfully submit that the judgment of the 
District Court should be reversed with directions to 
again refer the matter of the accounting to the special 
master for the purpose of ascertaining all of appel- 
lee’s profits derived from the sale of string beans 
‘asparagus style’’ during the period in question and 
to render judgment in favor of appellant therefor. 

Dated, San Francisco, 

May 22, 1929. 
Respectfully submitted, 


CLARENCE A. LINN, 
Attorney for Appellant. 


